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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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1 )^ Responsive to communication(s) filed on 24 March 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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4) ^ Claim(s) 15-19 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 24 March 2004 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 15-19 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

In claim 15, "when a dose of the reducing decontamination agent in the first 
reducing decontamination tank exceeds the first set radiation dose supplying the 
reducing decontamination agent in the first reducing decontamination tank to a second 
reducing decontamination tank managed with a second set radiation dose that is higher 
than the first set radiation dose, and reusing the reducing decontamination agent 
supplied into the second reducing decontamination tank to decontaminate a second 
metal member contaminated with radioactive substance in the second reducing 
decontamination tank; and decomposing the reused reducing decontamination agent" is 
new matter. 

The limitations of each of claims 16, 18 and 19 are new matter. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 15-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In Claim 15, a "set radiation dose" is unclear, since the claim does not state how 
the radiation dose is set. Further, "when a dose of the reducing decontamination agent 
in the first reducing decontamination tank exceeds the first set radiation dose supplying 
the reducing decontamination agent in the first reducing decontamination tank to a 
second reducing decontamination tank managed with a second set radiation dose that 
is higher than the first set radiation dose" is unclear as to how the radiation doses are 
supposed to be compared. 

In claim 17, again it is unclear how to interpret what the applicant means by a 
"set radiation dose". 

In claim 18, it is unclear as to the manner in which the second metal member is 
"further decontaminated in the first reducing decontamination tank". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hanulik '078. 
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Hanulik teaches a method to decontaminate radioactively contaminated metallic 
objects using reducing contamination baths containing aqueous solutions of formic acid. 
The method of Hanulik uses both a first and second reducing contamination tank to 
treat the contaminated metal objects (Abstract). 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hanulik '078 as applied to claims 15-18 above and further in view of Ishida '605. 

Hanulik does not teach the use of an oxidizing decontamination agent for the 
decontamination of the metal objects. 

Ishida teaches that in the decontamination of radioactively contaminated metal 
objects, the iron-based oxides are readily soluble in acids and reducing agents, and the 
chromium-based oxides are readily soluble in oxidizing agents. In the method of 
chemical decontamination, accordingly, in order to remove the iron-based oxides and 
the chromium-based oxides which are present on the surfaces of piping and 
components, an oxidation decontaminating agent and a reduction decontaminating 
agent are alternately used. Ishida demonstrates the increased level of decontamination 
that is achieved when an oxidation decontamination agent is used in addition to a 
reduction decontamination agent. 

It would have been obvious to one of ordinary skill at the time of invention to 
include a tank holding an oxidation decontamination agent in the process of Hanulik in 
order to achieve the increased level of decontamination. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James A. Fiorito whose telephone number is (571)272- 
7426. The examiner can normally be reached on 9am - 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



James Fiorito 
Patent Examiner >p p 
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